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George S, Cole, Esq. 
495 Seaport Court, Suite 101 
Redwood City, CA 94063 

Date: 12/30/06 

To: US Patent and Trademark Office 

Attn: Examiner Andre Boyce 

From: George S. Cole, Esq. 
Dear Examiner Boyce: 



RECEIVED 
CENTRAL FAX CENTER 



T-451 P. 001 



F-279 



DEC 3 0 2006 Tel. (650)322-7760 
Fax. (650)322-6117 

Tot. # of pages (with header); 51 

Recipient's Fax: 571-273-8300 

Recipient's Phone: 571-272-6726 



This correction t< ? meet the Advisory Action and Notice of Non-Compliant 
Amendment After-Final Response is being sent by both Fax (to make it 
immediately accessible to you) and by Express Mail (for certainty of delivery). 
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Advisory Action 
Before the Filing of an Appeal Brief 



ADDlicatJon No 

0Q/476J11 


AppJlcant(s) 
MCGOVERAN, DAVID O. 


Examiner 
Andre Boyce 


Art Unit 
3623 





tub dc pi v pii rn <Mt li ^ „~ ~ U m wrusponaence address - 

1 HlS^ f 2&NQvgnjbgr2206 l T AILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE 

places the app^nh conStan ^alb^neJ- «fi !?S£#* r ?S mK "«W»lt. or other evidence, which 

a Revest for *n^ 

time periods: 1 ' compliance with 37 CFR 1.1 14. The reply must be filed within one of the following 

a) $Q The pertoa for reply expires 2moi Mrm from the malllna date of the final rejection 

tBESS ^ rSfaS^ CHK * B ° X « WHEN ™ * RST "« FILED WITHIN 



2 ' n ft'SJKSSS C°fV^^^ t 1 " 37 must b * fl,sd *«" ««» of the date cf 

a Notice of App«| hLK£ 1 f^^jSff^Z SSnSf °^ 41 1 7 ^ to avo|d dbm,SBal ofttie Since 
AMENDMENT S * " nyK ^ mw8t filed within the time period aetforlh in 37 CFR 41 .37(a). 



(t» LJ They raise the issue of new it atter (see NOTE below)- * 

(C) U t0 P '** ^ app,lcation < n ta ™ * *PP3* ^ materially mdirtg or pitying the teauee for 

WO "^^^ ""^ a c ^P^ng number of finalfy reject claims. 

M "°TE. — (See 37 CFR 1.116 and 41 .33(a)), 

4. W The amendments ana not in compliance with 37 CFR 1 121 attain m„«^ ~* k, « 

5. □ Applicant's reply has overcome L folro^ng rlSrifk) Non-Compliant Amendment (PTOL-324). 
^nSKKr^* 1 ^ be allowable If submitted^aseparata.timery filed amendment canceling the 

The status of the claimfe) (or win be) as follows- appended, 

CJaim(a) albwed: . 

Claim(s) objected to: * 
Clafm(s) rejected: 112^190 and f pp. 

CJalm(s) withdrawn from consicferaticn! 

AFFIDAVIT pR rmi|=R ^gpFM^g 

** D *S£^^ J*? °f 00 ^ ^ ^ S 9 N0ti0e « be ante** 

fs necessary and 

9 " D 25S5SSM b " «» *• aw a brief. « be 

ion*r^4^ 

11 . □ The request for reccnalderation has been considered but does NOT placa the Ration in cond|t.on for allowance because: 

]^ H attached Information Disclosure Statements}. (PTQ/SB/08) Paper No(s). 

1 3. □ Other . ' — - ~ • 



i.S. Patent and Trademark Office 



PTOL-303 (Rev. QB-06) Advisory Action Before the Flung of an Appaa, Brief Part of Papfl r No. aon'itia 
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Notice of Non-Compliant 
Amendment (37 CFR 1,121) 

" The MAILING l)A TE Of this tammunt*-**;^ ™, 


Application No. 
09/47QJ11 


Applicant^) 

MCGOVERAW. DAV/D D. 


Examiner 
Andre Bayce 


Art Unrt 

3623 





SSsJ^quired 1 ' 1 A 10 ^ erforthe amendment document to be compliant, correction of the follows 

THE f^ L Ameid^ THE AMENDMENT DOCUMENT TO BE NON-COMPLIANT: 

□ A. Amended paragraph(s) do not Include markings. 
U B. New paragraphs) should not be underlined. 

□ C. Other _ 

□ 2, Abstract: 

□ A. Not presented on a separate sheet. 37 CFR 1.72 
U B. Other ^ 

□ 3. Amendments to the drawings: 
H 4. Amendments to the claims: 

m c. ^S^t^ilSSiSSS^ of - i endh0 daims < lncludinfl wifhdravvn claIms > 

□ 5. Other (e.g., the amendmenl Is unsigned or not signed in accordance with 37 CFR 1 .4); 
For further explanation of the amendment format required by 37 CFR 1.121, see MPEP § 714. 
TIME PERIODS FOR FILING.A REPLY TO THIS NOTICE: 

entire con^^B!^ * B nan-compl,ant after-flna. amendment with corrections, the 

™S!l iS * Q !!!?L 0n * mo ?, th> 0r thirty < 30 > whichever Is longer, from the mail date oflu 

non-compliant amendment in compliance with 37 CFR 1.121. «hu»«« 's onry tnn 

f ffrrf, 0 "! 0 ™"" are avai,ab '* under 37 CFR 1 .136(a) only If the non-comoliant amen 
amendment or an amendment film In response to a Qiia>feactlon. n °"^° mpliant amen 

Failure to timely raspnnrt tr> mfc- ^ tirP w ,|| ^ ^ ^ 

sssssl"s:sssssz — — « * • -»*- 

a^eiSS? amendment lf tfie n °™omp|lant amendment is a preliminary 



of this 



notfce to supply the 
a non-final amendment 
i, a supplemental 
*nt fried in response to a 
corrected section of the 

dment Js a non-final 



Patent and Trademark Offica — — 



Telephone Mo. 



amendment or an amendment 
amendment or supplemental 



Part of paper No. 2DD6l2ie 
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United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United St*te» Pntent and Tradomnrfc OITico 
Addrea; COMMISSIONER FOR PATENTS 

AJ« wdria. ViigiiiEi 3-1450 
www.ubplo.cav 



APPLICATION NO, 



FILING DATE 



FIRST NAMED INVENTOR 



^ATTORNEY POCttBT NO. | CONFIRMATION NO. ~| 



09/476,71 \ 



12/30/1999 

08/1 ROW- 



DAVID O. MCGOVERAN 



8198 



7590 

GEORGE S COLE 

495 SEAPORT COURT SUITE 10 1 

REDWOOD CITY, CA 94063 



c 



EXAMINER 



ART UNIT 



BOYCE, AN0R£D 



PAPER NUM0£R 



3623 

DATE MAILED: 08/18/2006 



Please find below and/or attached a a Office communication concerning this application or proceeding. 
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Office Action Summary 



Application No. 



09/476 ,711 



Examiner 
Andre Boyce 



T-451 P. 006/052 
Applicant 



F-279 



MCGOVERAN, DAVID O, 



Art Unit 

3023 



r?/ie MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER JS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION 

after SIX (6) MONTHS from tha mailing data of ihlo communication, months from me mailing date of this communication. 

- If NO oerlod for reply Is specified above, the ma <lmum statu tory period win apply and w0 expire SK (6) N^™^™ 

Failure to roply 3 thee* or extended parlor- for reply will, by statute, causa mo application to become MA*™^ <P ^ 
Sf £fr by to Office later than trU fionfrrs after the moling dale of this «m,munfcaton ( even If tfmely fifed, may raduce any 

darned patent term atfluetmant. See 37 CFR 1. K>4{b). 

Status 

1 )I3 Responsive to communications) filed on 25 M&y 2006. 
2a)I2l This action is PINAL. 2b)Q This action is non-final. 

3) P Since this application is in condition for allowance except for formal matters, prosecution as to the ments is 

closed in accordance with the practice under Ex parte Quayle t 1935 CD, 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 112-190 and 192 is/are pending in the application. 

4a) Of the above claim($) . is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Clalm(s) 112-190 and 192 is/are rejected.' 

7) D C!aim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected co by the Examiner . 

10) D The drawing(s) filed on is/are: a)D accepted or b)0 objected to by the Examiner. 

Applicant may not request that ^ny objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including tho correction is required If the drawings) Is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

*\2)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D Nc ne of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No 



3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1 ) Q Notice of References Cited (PTOS92) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-949) 

3) □ Information Disclosure Statement^) (PT>1449 or PTO/SB/OS) 

Paper No($VMail Vz\a - m . 



4) □ Interview Summary (PT0413) 

Paper No(s)/Mail Dale. . 

5) Q Notice of Informal Patent Application (PTO-152) 

6) □ Other; k . 



u.9, Parwu and TraiBtTH* Office 

DTAI -WA (Rw 7J\f\1 



Office Action Summary 



Part of Paper No./MalJ Date 20060807 
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Application/Control Number: 09/476,711 Page 2 

Art Unit: 3623 

DETAILED ACTION 
Response to Amendment 

1 . This Final office action is in response to Applicant's amendment filed May 25, 
2006. Claims 1 12 and 192 have been amended. Claim 191 has been canceled. 
Claims 112-190 and 192 are pending. 

2. The previously pending rejections to claims 1 12-192 under 35 U.S.C. 1 12, 
second paragraph, have been withdrawn. 

3. Applicant's arguments filed May 25, 2006 have been fully considered but they are 
not persuasive. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using It. in such lull, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which It is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his Invention. 

5. Claims 1 12-190 and 192 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. Here, the result of the invention lacks concreteness, 
since the result is not assured and reproducible, as discussed below. As such, the 
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Application/Control Number: 09/476,71 1 pa 9e 3 

Art Unit 3623 

invention cannot be used as intended without undue experimentation, and is 
therefore not enabled. 



Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 1 01 reads as follows: 

Whoever invents or disawars any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 1 12-190 and 192 are rejected under 35 U.S.C. 1 01 because the claimed 
invention is directed to non-statutory subject matter. 

For a claimed invention to be statutory, the claimed invention must produce a 
useful, concrete, and tangible result. In order to be considered useful, the claimed 
invention must possess a specific, substantial, and credible utility. In order to be 
concrete, the result must be assured and reproducible. In order to be tangible, the 
invention must provide a real world result and must involve more than a 
manipulation of an abstract idea. 

In the present case, independent claims 1 12 and 192 provide no concrete result. 
Claim 112 recites declaring and stating an objective, declaring and stating at least 
one objective rule set, delegating to at least one specific set of actors, determining 
the satisfaction of an rule's condition, modifying at least on element, etc. However , 
the claimed invention is merely a "reasoning paradigm." (i.e., theoretical 
approach/roadmap) a* described by Applicant, and produces no concrete result 
Moreover, this reasoning paradigm (i.e., claimed invention) is subjective, whereby 
the result is neither assured nor repeatable. Claims 113-190 are rejected based 
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Art Unit: 3623 

upon the same rationale. Claim 1 92 recites means for accepting, comparing, 
delegating, determining, modifying, etc. However, these limitations provide no 
concrete result, since the result cannot be assured or reproduced, as discussed 
above. 

Response to Arguments 

8. In the Remarks, Applicant argues that the totality of claims 1 12 and 192, 
including executing automatically at least a subset of the dynamic pattern of 
operations that progresses towards said objective, and means for using said set of 
steps to further the attainment of a goal, respectively, effect a useful, concrete, and 
tangible result. The Examiner respectfully disagrees and submits that as discussed 
above, Applicant's limitations provide a reasoning paradigm that provides no 
concrete result, i.e., the result cannot be assured or reproduced. In addition, the 
affidavit of Professor B idgoli makes no mention of the concreteness of the invention, 
and is, in any event, just one of many factors with respect to the Examiner's 
determination of whether the invention is statutory under 35 USC § 101. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
date of the advisory action. In no event, however, will the staftrtory period for reply 
expire later than SIX MONTHS from the mailing date of this final action. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andre Boyce whose telephone number is (571 ) 272- 
6726. The examiner can normally be reached on 9:30-6pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571 ) 272-6729. The fax phone number 
for the organization whsre this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-21 7-91 97 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 



PAGE 10/52 * RCVD AT 12/30/2006 7:28:35 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-2/2 * DNIS:27383Q0 * CSID: * DURATION (mm-ss):14-16 



12-30-06 04:24pm From- T-451 P. 01 1/052 F-279 

Application/Control Number: 09/476.71 1 Pa 9 e 6 

Art Unit: 3623 

automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 

adb 

August 7, 2006 
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EXPRESS MAIL CERTIFICATE 



Express Mail" mailing label No: — EQ 338677749 US. 



Date of Deposit: 



Dec. 30ih, 2006. 



I hereby certify tint the following documents: 



• attorney's cover letter; 

• & copy of the Advisory Action and 

Notice of Non-Compliant Amendment; 

• ii. copy of the Final Office Action; 

• Response to the Advisory Action and Notice 

of Non-Compliant Amendment, and Final Office Action; 

• :i corrected Claims Listing; 

• petition for extension of time; 

• payment for extension of time, by check; and authorization 

to draw on a deposit account; 

and, 

• n copy of this Express Mail Certificate; 



are being deposited in a single envelope with the United States Postal Service "Express 
Mail Post Office to Addressee" service under 37 C.F.R. 1.10 on the date indicated abov 
and such envelope is addressed to: 

Mail Stop AF 

Attn: Examiner .Andre Boyce 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 2231 3-1 450. 
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